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REMARKS 

Claims 1-9, 11-15, 17-19,21,23-27, 29-31, and 33-35 are pending in the instant 
application. The Examiner has rejected claims 1-9 under 35 U.S.C. §101 as being allegedly 
directed to non -statutory material. The Examiner also rejected claims 1-9 under 35 U.S.C. §1 12, 
second paragraph as being allegedly indefinite for failing to particularly point out and distinctly 
claim the subject matter which the Applicant regards as the invention. The Examiner further 
rejected claims 1-9, 11-15, 1 7-19, 21, 23-27, 29-31, and 33-35 under 35 U.S.C. §102(e) as being 
as being allegedly unpatentable over U.S. Patent Publication No. 2002/01 841 1 1 to Swanson. 
Claims 1, 3, 34, and 35 have been amended as suggested by the Examiner to overcome the 
rejections under 35 U.S.C- §1 12, second paragraph. The Applicants traverse the remaining 
rejections under 35 U.S.C. §§101 , 1 12* and 102(c) and submit that the instant application is in 
condition for allowance for at least the reasons presented below. No new matter has been 
entered. 

Rc fcciions tt* t(h>?35 US\C. $101 

The Examiner slates that claims 1 -9 are non-statutory because the claims arc "directed to 
ueillier a 'process' or a 'machine,' but rather embrace or overlap two different statutory classes of 
invention'* (Page 2, item 3 of the Office Action datud August 24, 2005). The Examiner cites 
MPltP 2173.05(p) 11 or fix parte Lyall, 17 USPQ2d 1548 (B.PAJ,, 1990) in support. The 
Applicants submit (hat the Examiner application of the teachings oiLyell to the instant 
application is improper. Applicants' claim 1 recites a system that includes "a server in 
communication with a woikslation over a network, the workstation executing a design tool 
application; a bill of material assist application executing on at least one of the server and the 
workstation for managing said parts requirements processes". Thus, the system recilcd in claim 
1 is classi ficd as a machine and is proper statutory subject matter in accordance with 35 U.S.C, 
§101. 

The Examiner's assertion that the claim recites overlapping statutory classes of subject 
matter (i.e., machine and process) is in error. The Court has held that "a computer operating 
puisuant to software may represent patentable subject matter, provided, of course, that the 
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claimed subject matter meets all ofthc other requirements of title 35." 7/j reAlappat, 33 R3cl 
1520, 1545,31 USPQ2d 1545 (Fed. Cir. 1994); sec also In re Lowry 32 F.3d 1549, 32 USPQ2d 
1031 (Fcd.Cir. 1994), As recited, Applicants' claim 1 falls within a single statutory class, that is, 
a machine operating pursuant to software and accordingly is patentable subject matter under 35 
IJ«S.C, §101. The Applicants respectfully request reconsideration of the outstanding rejections. 

Rejec tions under 35 Lf.S\C. $112, second paragraph 

The Examiner has also rejected claims 1-9 under 35 tXS.C. §1 12, second paragraph, for 
the rtsiLwm set forth on page 3 of the Final Office Action of August 24, 2005. The Applicants 
submit thai the rejections of claims 1-9 under 35 U.S.C. §1 12, second paragraph, are in error for 
at least the reasons presented above with respect to the rejections under 35 U.S.C. §101, and 
respectfully request reconsideration and withdrawal of the outstanding rejections. 

In addition, the Applicants have amended claims 1, 3, 34, and 35 to overcome antecedent 
basis issues raised by the Examiner in the Office Action. The Applicants respectfully submit that 
claims 1, 3, 34 and 35 are in condition for allowance, 

Re jection* under SS TIS.C. 8102(e) 

Claims 1-9, 1 M5, 17-19, 21, 23-27, 29-31, and 33-35 have been rejected under 35 
U.S.C* §l02(c) as being allegedly anticipated by Swanson. With respect to independent claims 
1 1 34, and 35, the Applicants submit that those claims are patentable over Swanson because 
Swanson docs not teach or suggest each and cveiy clement recited thcrciu. In particular, 
iSwansau neither teaches, nor suggests k< a bill of maLerial assist application... receiving a bill of 
material including a list of component parts in response to a product design conducted on the 
workstation," Swanson makes a. generalized reference to a Bill of Material (paragraph 0067) but 
is entirely devoid of teaching ''receiving a hill of material,,. in response to a product design 
Citndncted o/i the workstation" hi addition, Swanson fails to teach or disclose "mapping each 
component part in the list to corresponding part selection process information, the corresponding 
part selection process information acquired from a plurality of external sources." Rather 
Swanson leaches lL bill of materials (HOM) and add-on information can be obtained" via a multi- 
media display wiudow (FIG. 13) that displays product component information for a product that 
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can be accessed, sorted, and filtered (paragraph 0107) but docs not specifically teach "mapping 
each component pari in the list to corresponding part selection process information. , .acquired 
from a plurality of external sources" as recited in Applicants 1 claims 1, 34, and 35. 

. In addition, Swanson is devoid of teaching or suggesting "generating a summary resulting 
from the mapping" and "for each of the component parts in the list, the corresponding part 
selection process information includes. ..a current supply status/' The mapping, as recited in the 
claims, refers back to the component part in the list that results from the product design 
conducted, the component parts mapped to corresponding part selection process information. 
Swanson, by contrast, teaches a "report module must present tho status of the data entry for each 
pari" (paragraph 00S2). If the Examiner is suggesting that the status of tho data enlry is 
equivalent to Ihc summary resulting from Ihe mapping, then this application of Swanson to the 
Applicants claims is in error. The Claims 1, 34, and 35 recite the summary generated as a result 
oftho mapping, wherein the status of the data entry for each part refers to custom data entry 
processes (paragraph O0S2), 

Accordingly, the Applicants submit that claims 1 , 34, and 35 arc not anticipated by 
Swanson and respectfully request reconsideration and withdrawal of the outstanding rejections. 
Claims 2-9 depend from claim 1, claims 1 1-15, 17-19, and 21 depend from claim 34, and claims 
23-27, 29-3 1 , and 33 depend from claim 35. For at least these reasons, the Applicants submiL 
that claims 2-9, 11-15, 1- 19, 21, 21-27, 29-31, and 33 are in condition for allowance and 
respectfully request reconsideration and withdrawal of the outstanding rejections. 
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Tn view ofthe foregoing, il is respectfully submitted that the instant application is in 
condition for allowance. Accordingly, it is respectfully requested that this application be allowed 
and a Notice of Allowance issued. If the Examiner believes that a telephone conference with 
Applicant's attorneys would be advantageous to the disposition of this case, the Examiner is 
cordially requested to telephone Ihe undersigned. 

In the event the Commissioner of Patents and Trademarks deems additional fees to be duo 
in connection with this application, Applicants' attorney hereby authorizes that such fee be 
charged to Deposit Account No, 50-05 10. 



Respectfully submitted, 



CANTOR COLBURN J JLP 




MarisH J, Dubuft 
Registration No. 46,673 
Customer No- 48915 



Date: October 25, 2005 

Address; 55 Griffin Road South, Bloomficld, CT 06002 
Telephone: (860) 286-2929 
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